Journal of Intellectual Property Rights
Vol 11, May 2006, pp 201-206

Piracy of Trade Dress and the Law of Passing off: National
and International Perspective

Shantanu Sahayt

National Law Institute University, Bhopal

Received 14 December 2005, revised 14 March 2006

This paper deals with the meaning and connotation of trade dress and growing dimensions with respect to the scope of
its definition which has expanded to include hotel design, virtual trade dress, etc. The possible mechanisms to deal with
trade dress infringement and protection with respect to passing off are also discussed. The scope of trade dress infringement
with respect to passing off has been highlighted by various courts in the US and in a particular case, the US Supreme Court
brought passing off protection within the scope of the statute itself. These relevant instances within the US and English laws
with respect to passing off cases are examined. Finally, the Indian context, which is largely based upon the UK laws, is

reviewed with reference to a recent case law in this regard.
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The term trade dress in general relates to the look and
feel of the product or its packaging. In other words, it
is the total image and the overall appearance of the
product, a form of intellectual property right (IPR).'
In a world where a brand is the major asset of a
corporation, piracy of trade dress can threaten the
very livelihood of the business enterprises. The
menace of counterfeiting, forgery and piracy of high
value get up of the products has become one of the
fast growing industries at the local, national as well as
at the international level. In this era of globalization,
infringement of IPR has become a major problem for
its owner.

Growing Dimensions of Trade Dress

Trade dress was traditionally thought to consist
only of the appearance of labels, wrappers and
containers, used in the packaging of a product.
However, in modern parlance, trade dress includes
total look of the product and its packaging, and even
includes design and shape of the product itself.” Trade
dress encompasses total image or overall impression
created by a product or its packaging.” The concept
has wide meaning and includes objects such as cover
of a book, a Rubik’s cube4, shape of classic
automobile’, etc. Trade dress protection has even been
extended to include protection of the overall look of a
line of greeting cards.® The field of law once referred
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to as ‘unfair competition by product stimulation’ has
now been folded into the corner of trademark and
unfair competition law, largely known as trade dress.’
When the alleged trade dress consists of a certain look
or style of different packaging for a number of
different products, it is more difficult to prove that
there is a common denomination among those
packages which identifies the plaintiff as the source.
However, mere marketing style of doing business is
not protectable. The concept of trade dress cannot be
extended to give exclusive rights to an abstract image
or the marketing theme of a product.® Also there is no
trade dress pertaining to a mere fashion idea.” Trade
dress to a restaurant was denied on the grounds that
the consumers demand for the concept of ‘down home
country cooking’ was functional and hence not
protectable.'”

Scope of Trade Dress Protection and Infringement

Competitors have a powerful incentive to copy
trademarks that identify successful goods and
services. The free-riding competitor is able to capture
at little cost, some of the profits associated with a
strong trade dress because consumers will assume that
the free rider's and the original trademark holder's
brands are identical.'" A tragedy of the commons thus
threatens trademark law.'"” To determine trade dress
infringement, the infringement must affect the total
image or the overall impression of the plaintiff’s
product, packaging and advertising. The plaintiff’s
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product is compared with the corresponding image of
the defendant’s product. If the defendant’s trade dress
is strikingly similar to the trade dress of the plaintiff
and is likely to cause confusion in the minds of the
consumers, then there is a trade dress infringement of
the plaintiff. Even if it cannot be said that the
defendant has infringed a specific trademark of the
plaintiff, this does not control the separate issue of
liability under the broader rules of unfair competition
through the infringement of trade dress. This can be
covered under the law of passing off. There is
however, a fundamental distinction to be drawn
between trademarks infringement and unfair
competition. Trademark infringement rests on a
relatively narrow principle as compared to unfair
competition."” The essential element of a trademark is
the exclusive right of its owner to use a word, phrase
or a device to distinguish his product."* On the other
hand, in claim of unfair competition such as passing
off, one has to consider the fact that the defendant
does something unwarranted, which causes consumer
confusion.” Copying of trade dress of plaintiff is one
such act. Thus, unfair competition exists if total
impression of the package, size, shape, colour, design
and the name of a product create confusion in the
minds of consumers as to the origin of the product.'®
A defendant cannot avoid the liability for unfair
competition simply by separating the various aspects
of plaintiff’s product, packaging and labels and
claiming that no one of these is protectable in itself.
Thus, the plaintiff can challenge the act of
infringement of trade dress from a wider perspective
if the action is taken against unfair competition such
as the act of passing off.

Secondary Meaning: US Courts’ Attempt to bring
Trade Dress Protection within the Ambit of Trade
Marks Act

In the cases of alleged confusingly similar use of
trade dress packaging, the traditional rule has been
proof of secondary meaning as a condition precedent
for obtaining protection against such acts under the
common law of unfair competition."” The plaintiff
under this theory had to prove that the public
associated the total image of the plaintiff’s package
with one source.'® Primarily, the only practical way to
develop secondary meaning in trade dress is through
advertising. It is advertising that catches consumer
attention towards the product feature claimed as trade
dress, thus promoting an association between feature

and the source. However, advertising, which promotes
functional features of trade dress but fails to promote
an association between the product and its source,
does not support a finding of secondary meaning.
Similarly, secondary meaning cannot usually be
proven by advertising merely the pictures of the trade
dress but doing nothing to promote and establish an
association between the product and the source. If the
trade dress is alleged to consist of the overall design
of the product itself, then it will take longer to acquire
a secondary meaning." Pursuant to the general rule
that a trademark needs to only identify a single, albeit
anonymous source, to prove secondary meaning in
alleged trade dress; plaintiff need not prove that
consumers know the name of the plaintiff company. It
only has to be shown that consumers associate the
trade dress with a single source, irrespective of
whether the name of that source is unknown.

Though some cases decided under the US law
indicate that secondary meaning is not necessary for
trade dress in packaging or display combinations, a
majority of cases state that intentional copying of
trade dress is surrogate evidence of secondary
meaning.”’ The ruling of the Fifth Circuit Court of
Appeals in 1981 brought trade dress cases into the
mainstream of the trademarks law, holding that trade
dress would be categorized in the same way as all
other trade symbols, either inherently distinctive or
non inherently distinctive.”’ If the trade dress is
inherently distinctive, distinctiveness or secondary
meaning is not necessary. If the trade dress is non-
inherently distinctive™, distinctiveness shall be
proved through the acquisition of secondary meaning.
Majority of the circuit courts have followed the Fifth
Circuit and found that inherently distinctive trade
dress needs no evidence of secondary meaning in
order to establish validity.”> The US Supreme Court in
1992, resolved the split of authority in the Taco
Cabana case.”" It agreed with the Fifth Circuit and
held that trade dress is inherently distinctive and is
protectable under Section 43(a) of the Lanham Act.
The Court, thereby, approved of the move to bring
trade dress law into the mainstream of the trademarks
law. Product shapes, however, are not inherently
distinctive and always require proof of secondary
meaning.”*

Legal Issues: US and UK Perspective

Development of ‘own label’ brands is a good
example of the continuing evolution of the rival
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products driven by competition in the market place.
Very often, rival products start life as a cheaper
version of the brand leader within a particular product
sector, using packaging that is a copy of the
established brand, but with emphasis on sale by price
differential rather than the quality of the competing
product/brand. More money is then spent on the
quality and trade dress of the enhanced product until
successful imitation becomes a brand on its own. The
danger for the brand owner in relation to development
of competing products is not the competition per se,
but rather the confusion suffered by the public along
with the loss of distinctiveness of the original brand
by the look alike packaging. If a particular good
belonging to a particular class becomes
indistinguishable from its rivals, it in effect turns into
a commodity and will therefore sell chiefly on the
price.” Once a branded product loses its ability to
stand out from the other product, either as a result of
distinctive trade dress or as a result of brand image,
consumers will no longer be willing to pay a premium
price to acquire them and as a consequence, market
share will fail. The legal issues concerning the
protection of trade dress and the lacunae that exists
under the current legal regime in UK as well as in US
can successfully be illustrated by reference to the
‘own label phenomenon’. According to Nielsen, the
term is used for a brand name owned by a retailer or a
wholesaler for a line of variety of items under the
exclusive or controlled distribution.”® Morris defined
‘own label’ as consumer products produced by or on
behalf of the distributors and sold under the
distributor’s own name or trademark, through the
distributor’s own outlet.”” In the battle of the
supermarket shelves between the branded products
and own label products, this theory is of great
relevance.

The essential elements of an action for passing off
can be summarized as need to show a
misrepresentation causing damage to the goodwill of
the owner of the product.”® While many brand owners
are able to show the goodwill attached to their
products with ease, proving distinctiveness of the
trade dress of the product can be a complex process.
The main attribute of passing off is the requirement
on behalf of the owner to show a misrepresentation on
the part of the defendant." The basis of passing off
being a false representation by the defendant, must be
proved in each case as a fact that a misrepresentation
was made. Misrepresentation is implied in the use of

or imitation of a mark, trade name or get up with
which the goods are associated in the minds of public.
In such cases, the point to be decided is having regard
to all the circumstances of the case, the use by the
defendant in connection with the get up in question
impliedly represents such goods to be the goods of the
plaintiff or the goods of the plaintiff of a particular
class or quality.” The idea is to find out whether the
trade dress or the get up of the defendant’s product is
calculated to deceive the consumers as being those of
the plaintiff’s. In order to succeed in an action of
passing off, the plaintiff must not only show that
confusion between the two products is possible, but
also that the consumer is deceived into believing that
the goods of the defendant are actually the goods of
the plaintiffs."”” Confusion alone does not account for
passing off if there is no element of misrepresentation,
which further deceives the purchasers into buying the
copy by mistake instead of the original.

Protection of Trade Dress in India

In India, trade dress with respect to passing off is
protected under the Trade Marks Act 1999 (ref. 30).
The Act recognizes the common law rights of the
trademark owner to take an action against any person
for passing off the goods of the defendants as those of
the plaintiffs. The plaintiff has to establish goodwill
of the product in the market and association of the
trade dress of the plaintiff with the source. It is then
required to find that the intention of the defendant in
copying the trade dress of the plaintiff is to deceive
the general public by making them believe that the
source of the goods of the defendants are the
plaintiffs’.>" Lastly, the act of misappropriation has
caused a sufficient damage to the goodwill of the
plaintiffs. In India, most of the cases regarding trade
dress infringement come from the medicine and
pharmaceutical sector where the defendants are
alleged to copy the get up of the medicine
manufactured by the plaintiffs. In the case of Novartis
AG v M/S Wanbury Ltd and Anr”, the plaintiff’s
prayed that the defendants should be restrained from
using a trade dress, which was deceptively similar to
the trade dress of the goods sold under the plaintiff’s
trademark TRIAMINIC. The plaintiff, a Swiss
company manufactured and sold cough syrup under
the trademark TRIAMINIC or TRIOMINIC. The
defendant introduced into the market a product under
the trade name CORMINIC in a packaging, which
was similar to that of the plaintiff. The court ruled that

Published in Articles section of www.manupatra.com



204 JINTELLEC PROP RIGHTS, MAY 2006

the packaging of the syrup CORIMINIC and also the
colour, style, fonts, type phase, letters, composition,
presentation, etc. was entirely different from that of
TRIMINIC. There was also no phonetic similarity
between the two. On the issue of the label and the
carton, the plaintiff in the design thereof had claimed
no copyright. The decision was that, there was no
similarity and the court refused to grant any
injunction in favour of the plaintiff.

As far as Indian Courts are concerned, in case of
product design, establishing consumer predisposition
to equate the feature with the source is very
important.” If there is marked difference in the
shapes of the products, the degree of consumer
confusion is reduced drastically.* Whereas, if the
product scheme of the two products reveal marked
similarity with respect to the shape of the products,
then chances of trade dress infringement increase.”
Besides ascertaining whether the two products with
similar trade dress cause consumer confusion, it is
also pertinent to locate the market areas of the two
products.*

Trade Dress Infringement: Future Considerations
With the advent of globalization, many important
well-known brands are available in the country, which
due to advertisement and other means have not only
captured the minds of the Indian consumers but also
expanded the scope of trade dress piracy. Now, newer
vistas such as hotel industry and virtual trade dress on
the Internet are falling prey to trade dress
infringement.”” A positive impact could be that these
new challenges would fuel further development of
jurisprudence of passing off under common law.

This may lead to other ways of looking at passing
off and following aspects could become important in
future, while maintaining a claim of trade dress
infringement under the law of passing off:

‘Misrepresentation’ could be an alternative or
additional criterion to deal with trade dress
infringement. This would tackle the problem of look-
alike packaging from a completely different angle.
Confusion would no longer be an issue. Instead, the
question would be one of business ethics, about the
honesty and integrity surrounding the design of new
products. It would mean that there might be grant of a
yet stronger protection with respect to trade dress
infringement. Therefore, besides consumer confusion
as the test for trade dress infringement, consideration
of misrepresentation would also delve into the

question of the reason for doing the act of piracy,
which most probably is popularity of the original
trade dress.

It is recognized that passing off is wide enough to
encompass other descriptive material, such as slogans
or visual images which radio, television or other
newspaper advertising campaigns which can lead the
public/market to associate with a plaintiff’s product,
and thereby, such descriptive material has become
part of the goodwill of the product.”® This is of equal
relevance in the Indian context. The real test in such
cases is whether the product has derived from
advertising, a ‘distinctive character’, that is
recognized by the market.*

Another aspect that can be considered is the market
on which the two products are based. The reason why
all traders and manufacturers of goods and providers
of services wish to protect their goods and build upon
their name/mark is because they want their name to
have an impact on any one who needs their goods or
services, namely to generate goodwill. It is to
ascertain that the name or mark would recall to the
mind of the potential consumer or user of such
services, the source from which the goods originate,
or the person who provides the services.* Apart from
distinctiveness, evidence of ‘actual confusion’ has to
be established while maintaining a suit of passing off
with respect to trade dress infringement. If the
markets of the two products are different, then
consideration might be granted to the defendant.

Lastly, it is also necessary to find out the degree of
‘purchaser care’ while evaluating the degree of
consumer confusion with respect to passing off. A
consumer is likely to be more cautious while
purchasing a costly and a prominent good such as a
car than a cheaper article, for example a milk packet
or a pencil box. Consumer confusion could be more in
the case of a pencil box than in the case of a car
purchase.

Thus, in addition to the existing criteria for trade
dress infringement, the above mentioned aspects
could make trade dress protection stronger and assist
in preventing trade dress piracy.
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